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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
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DETAILED ACTION 

1 . Claims 1 -20 are presented for examination. 

Response to Election/Restrictions 

2. Applicant's election with traverse of invention I, claims 1-16, in the reply filed on 
08/27/2007 is acknowledged. The traversal is on the ground(s) that all of claims 1-20 
sufficiently related that a thorough search for the subject matter of any one Group of claims 
would encompass a search for the subject matter of the remaining claims. This is not found 
persuasive because there are two criteria for a proper requirement for restriction between 
patentably distinct invention: the invention must be independent or distinct as claimed, and there 
would be a serious burden on the examiner if restriction is not required. In this case, Group I, 
claims 1-16, are drawn to a system and method for submitting a document service request from a 
mobile device to a document processing device, classified in class 709, subclass 219, whereas 
Group II, claims 17-20, are drawn to a system and method for a first document processing device 
to redirect a document service request submitted by a mobile device to a second processing 
device, classified in class 709, subclass 225. Because these inventions are independent or 
distinct for the reasons given above and there would be a serious burden on the examiner if 
restriction is not required because the inventions require a different field of search (see MPEP § 
808.02), restriction for examination purposes as indicated is proper. 

The requirement is still deemed proper and is therefore made FINAL. 
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3. Claims 1 7-20 are withdrawn from further consideration pursuant to 37 CFR 1 .142(b), as 
being drawn to a nonelected Group II, there being no allowable generic or linking claim. 
Applicant timely traversed the restriction (election) requirement in the reply filed on 08/27/2007. 

Specification 

4. Examiner requests Applicants to update status of related cases as mentioned in the 
disclosure, paragraphs 0016, 0019, 0038, 0060, and 0086. 

Claim Rejections - 35 USC § 112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1-9 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

A. The claim language in the following claims is being considered as indefinite: 
L As per claim 1, the claimed limitation of "submitting, from the mobile 

device over the first connection with the document processing device, the 
document service request together with a device identifier to an output 
server coupled to the second network, receiving, at the mobile device over 
the first connection with the document processing device, the document in 
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a second format from the output server, the second format of the document 
being an input format of the document processing device" is not clearly 
explained the connections between the mobile device, document 
processing device, output server and the first and second networks. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

8. Claims 14-16 are rejected under 35 U.S.C. 102(e) as being anticipated by Berkema et al. [ 
US Patent Application No 2005/0030375 ]. 

9. As per claim 14, Berkema discloses the invention as claimed including a method for 
controlling a plurality of document service request at a mobile device to be carried out at a 
document processing device [ i.e. methods for printing documents from portable devices ] [ 
Figures 1 and 2; and paragraphs 0001 and 0008 ], comprising: 

defining in a job ticket for an identified document at the mobile device a workflow that 
specifies two or more document service requests for which at least one of the plurality of 
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document service requests is to be performed at the document processing device [ i.e. XML tag 
for print by reference print job ] [ paragraphs 0022 and 0025 ]; and 

transmitting the job ticket from the mobile device to the document processing device 
upon receipt of input instructing the document service request to be carried out at the document 
processing device [ i.e. print by reference print job should be initiated ] [ paragraphs 0027, 0041 
and 0049]; 

wherein the document processing device is adapted (a) to perform all document service 
requests specified in the job ticket or (b) to forward processed document result data and the job 
ticket to another document processing device to perform uncompleted ones of the document 
service request specified in the job ticket [ i.e. report print job status ] [ paragraphs 0035 and 
0046]. 

10. As per claim 15, Berkema discloses wherein the workflow includes multiple paths [ 
Figures 1 and 2; and paragraphs 0026-0029 and 0038 ]. 

11. As per claim 1 6, Berkema discloses wherein the plurality of document service requests 
include a scan service request [ paragraph 0057 ] and at least another document service request 
comprising once of summarizing, OCRing, storing, and sharing [ paragraphs 0028 and 0046 ]. 

12. Claims 10-12 are rejected under 35 U.S.C. 102(e) as being anticipated by Yamamoto et 
al. [ US Patent Application No 2003/0217103 ]. 
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13. As per claim 10, Yamamoto discloses the invention as claimed including a method for 
submitting a document service request from a mobile device to a document processing device 
coupled to a first network and being adapted to communicate with one or more servers coupled 
to a second network [ Figure 1; and paragraphs 0029-0036 ], comprising: 

establishing, from the mobile device, a first connection and a second connection with the 
document processing device [ i.e. send select execution of scanning and destination data and job 
No. ] [ P63, Figure 4; P81, Figure 5; and paragraphs 0137, 0143, 0145 and 0157 ]; 

specifying, at the mobile device, a document scan request that identifies a document 
service to be applied to a hardcopy document input to the document processing device [ PR1, 
Figure 2; and paragraphs 0009, 0040 and 0106 ]; 

submitting, from the mobile device over the first connection, the document scan request [ 
P60-P62, Figure 4; Figure 8A; and paragraphs 135-137 ]; 

receiving, at the mobile device over the first connection, a scanned document from the 
document processing device [ P74, Figure 5; and paragraphs 0149 and 0163 ]; and 

resending to a file server coupled to the second network, at the mobile device over the 
second connection, the scanned document received from the document processing device 
together with a location for storing the scanned document on the file server [ P44, Figure 3; and 
paragraphs 0115 and 0158 ]. 
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14. As per claim 1 1, Yamamoto discloses wherein the document service request is a job 
ticket that specifies a workflow defining a combination of two or more document services [ 
paragraphs 0069, 0106, 0107, 01 10 and 0147-0149 ]. 

15. As per claim 12, Yamamoto discloses wherein the document processing device is adapted 
(a) to perform all document service requests specified in the job ticket or (b) to forward 
processed document result data and the job ticket to another document processing device to 
perform uncompleted ones of the document service request specified in the job ticket [ P48, 
Figure 3; and paragraph 0123 ]. 

Claim Rejections - 35 USC §103 

16. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

17. Claims 1-9 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Berkema et al. [ US Patent Application No 2003/0002072 ] 5 in view of Yamamoto et al. [ US 
Patent Application No 2003/02 17103 ]. 

18. As per claim 1, Berkema discloses the invention as claimed including a method for 
submitting a document service request from a mobile device to a document processing device 
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coupled to a first network and being adapted to communicate with one or more servers coupled 
to a second network [ i.e. method for printing documents from portable device ] [ Figures 1-4; 
and paragraphs 0001, 0008-0013 ], comprising: 

specifying, at the mobile device, a document service request that includes a document 
identifier identifying a document in a first document format and its location on the second 
network [ i.e. print reference ] [ Abstract; and paragraphs 0022 and 0025 ]; 

submitting, from the mobile device over the first connection with the document 
processing device, the document service request together with a device identifier to an output 
server coupled to the second network [ Figure 1; and paragraphs 0018, 0022, 0027-0029 ]; 

receiving, at the mobile device over the first connection with the document processing 
device, the document in a second format from the output server [ Figure 2; and paragraphs 
0038, 0045 and 0046]; 

the second format of the document being an input format of the document processing 
device [ paragraphs 0052 and 0055 ]; and 

resending, from the mobile device over the second connection with the document 
processing device, the document received from the output server in the second format to the 
document processing device for performing a specified document service thereon [ paragraphs 
0037, 0045, 0052 and 0055 ]. 

Berkema does not specifically disclose 

establishing, from the mobile device, a first connection and a second connection with the 
document processing device. 
Yamamoto discloses 
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establishing, from the mobile device, a first connection and a second connection with the 
document processing device [ i.e. send select execution of scanning and destination data and job 
No. ] [ P63, Figure 4; P81, Figure 5; and paragraphs 0137, 0143, 0145 and 0157 ]. 

It would have been obvious to a person skill in the art at the time the invention was made 
to combine the teaching of Berkema and Yamamoto because the teaching of Yamamoto would 
provide multiple interface to increase the capability of the device and enhance services. 

19. As per claim 2, Berkema discloses browsing, from the mobile device over the first 
connection with the document processing device, a file server coupled to the second network; 
said browsing providing the document identifier of the document having the first document 
format [ i.e. select content ] [ paragraphs 0023 and 0055 ]. 

20. As per claim 3, Yamamoto discloses wherein the first connection and the second 
connection between the mobile device and the document processing device are wireless 
connections [ i.e. Bluetooth ] [ paragraphs 0077 and 0078 ]. 

21. As per claim 4, Berkema discloses wherein the document service request is a job ticket 
that specifies a workflow defining a combination of two or more document services [ i.e. XML 
tag for print by reference print job ] [ paragraphs 0022 and 0025 ]. 

22. As per claim 5, Berkema discloses wherein the document processing device is adapted (a) 
to perform all document service requests specified in the job ticket or (b) to forward processed 
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document result data and the job ticket to another document processing device to perform 
uncompleted ones of the document service request specified in the job ticket [ i.e. report print 
job status ] [ paragraphs 0035 and 0046 ]. 

23. As per claim 6, Berkema discloses wherein the output server retrieves the document in 
the first format from the file server using the document identifier and converts the document 
into the second format using the device identifier [ i.e. convert into printer format ] [ paragraphs 
0002-0004; 0009 and 0045 ]. 

24. As per claim 7, Berkema discloses wherein the first document format is different from 
the document in the second format [ paragraphs 0032-0034 and 0043 ]. 

25. As per claim 8, Berkema discloses wherein the device identifier identifies input formats 
that may be processed by the document processing device [ paragraph 0025 ]. 

26. As per claim 9, Berkema discloses wherein said resending resends the document received 
from the output server together with properties of the document service request [ Figures 2 and 
4; and paragraphs 0045 and 0055 ]. 



27. 



As per claim 13, it is rejected for similar reasons as stated above in claim 1. 
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28. A shortened statutory period for response to this action is set to expire 3 (three) months 
and 0 (zero) days from the mail date of this letter. Failure to respond within the period for 
response will result in ABANDONMENT of the application (see 35 U.S.C 133, M.P.E.P 
710.02, 710.02(b)). 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dustin Nguyen whose telephone number is (571) 272-3971. The 
examiner can normally be reached on flex. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nathan Flynn can be reached at (571) 272-191 5. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



Dustin Nguyen 




Examiner 
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